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Administrative Trademark Judges. 

 

Opinion by Cataldo, Administrative Trademark Judge:  

Applicant, Cybot A/S seeks registration of the proposed mark COOKIEBOT (in 

standard characters) identifying:  

Software as a service (SAAS) services featuring software for monitoring 

and managing data collection and Internet usage tracking, for 

complying with privacy regulations regarding data collection and 

Internet usage tracking, and for user consent and permissions 

management regarding website access, data collection and Internet 

usage tracking in International Class 42.1 

                                            
1 Application Serial No. 90044987 was filed on July 9, 2020, seeking registration under 

section 1(a) of the Trademark Act, 15 U.S.C. § 1051(a), claiming first use and first use in 

commerce at least as early as August 5, 2015 in connection with the services. Applicant 

THIS OPINION IS NOT A 

PRECEDENT OF THE TTAB 
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The Trademark Examining Attorney issued a final refusal of registration on the 

following grounds: 

1) the proposed mark is generic under Trademark Act Section 23(c), 15 

U.S.C. §1091(c) on the Supplemental Register, and Trademark Act 

Sections 1, 2, 3 and 45, 15 U.S.C. §§ 1051, 1052, 1053 and 1127 on the 

Principal Register; and 

2) if found to be not generic, the proposed mark is merely descriptive under 

Trademark Act Section 2(e)(1), 15 U.S.C. § 1052(e)(1), with an 

insufficient showing of acquired distinctiveness under Trademark Act 

Section 2(f), 15 U.S.C. §1052(f). 

Applicant timely appealed and submitted a request for reconsideration. The 

appeal is fully briefed. 

We affirm the genericness refusal and the Examining Attorney’s determination 

that Applicant’s proposed mark is merely descriptive under Section 2(e)(1) and its 

showing under Section 2(f) is insufficient to establish acquired distinctiveness. 

I. Evidentiary Matter 

Applicant embedded several pages of evidence in the body of its appeal brief.2 To 

the extent this evidence is duplicative of evidence previously submitted during 

                                            
amended its application to seek registration on the Supplemental Register in the alternative, 

in its October 29, 2021 Request for Reconsideration at TSDR 17, in the event its arguments 

and showing of acquired distinctiveness failed to traverse the mere descriptiveness refusal. 

See also November 5, 2021 Office Action at TSDR 2. 

2 6 TTABVUE 6-13. (Applicant’s brief). Page references to the application record refer to the online 

database of the USPTO’s Trademark Status & Document Retrieval (“TSDR”) system. All citations to 
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prosecution, we need not and do not give this redundant evidence any consideration. 

Any of the evidence submitted with Applicant’s appeal brief that was not previously 

submitted during prosecution is untimely and will not be considered.3 

Parties to Board cases occasionally seem to be under the impression that 

attaching previously-filed evidence to a brief and citing to the 

attachments, rather than to the original submission is a courtesy or a 

convenience to the Board. It is neither. When considering a case for final 

disposition, the entire record is readily available to the panel. Because 

we must determine whether such attachments are properly of record, 

citation to the attachment requires examination of the attachment and 

then an attempt to locate the same evidence in the record developed 

during the prosecution of the application, requiring more time and effort 

than would have been necessary if citations directly to the prosecution 

history were provided. 

 

In re Michalko, 110 USPQ2d 1949, 1950-51 (TTAB 2014). Trademark Rule 

2.142(b)(3), 37 C.F.R. § 2.142(b)(3); In re Virtual Independent Paralegals, LLC, 2019 

USPQ2d 111512, at *1 (TTAB 2019) (best way to cite evidence is “to refer to it by 

Office Action/Response date and TSDR page number”). 

II. Genericness 

A generic term “is the common descriptive name of a class of goods or services.” 

Princeton Vanguard, LLC v. Frito-Lay N. Am., Inc., 786 F.3d 960, 114 USPQ2d 1827, 

1830 (Fed. Cir. 2015) (quoting H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 

                                            
documents contained in the TSDR database are to the downloadable .pdf versions of the documents in 

the USPTO TSDR Case Viewer.  

TTABVUE references refer to the Board’s docket system. 
3 The proper procedure for an applicant or examining attorney to introduce evidence after an appeal 

has been filed is to submit a written request with the Board with a showing of good cause to suspend 

the appeal and remand the application for further examination. See Trademark Rule 2.142(d), 37 

C.F.R. § 2.142(d) (“The record in the application should be complete prior to the filing of an appeal. 

Evidence should not be filed with the Board after the filing of a notice of appeal.”); see also TBMP § 

1207.02 and authorities cited therein. 



Serial No. 90044987 
 

- 4 - 

782 F.2d 987, 228 USPQ 528, 530 (Fed. Cir. 1986)); see also USPTO v. Booking.com 

B.V., 140 S. Ct. 2298, 2020 USPQ2d 10729, *1 (2020).  

Any term that the relevant public uses or understands to refer to the genus of 

goods or services, or a key aspect or central focus or subcategory of the genus, is 

generic. Royal Crown Co., Inc. v. The Coca-Cola Co., 892 F.3d 1358, 127 USPQ2d 

1041, 1046-1047 (Fed. Cir. 2018). “[A] term is generic if the relevant public 

understands the term to refer to part of the claimed genus of goods or services, even 

if the public does not understand the term to refer to the broad genus as a whole.” In 

re Cordua Rests., 823 F.3d 594, 118 USPQ2d 1632, 1638 (Fed. Cir. 2016) (holding 

CHURRASCOS, a word that is generic for a type of grilled meat, to be generic for 

restaurant services because it referred to a key aspect of those services); see also In 

re Hotels.com LP, 573 F.3d 1300, 91 USPQ2d 1532, 1535 (Fed. Cir. 2009) (“hotels” 

identified the “central focus” of online lodging information and reservation services 

and therefore HOTELS.COM found generic). 

Because generic terms “are by definition incapable of indicating a particular 

source of the goods or services,” they cannot be registered as trademarks. Id. (quoting 

In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 57 USPQ2d 1807, 1810 (Fed. 

Cir. 2001)). “The critical issue in genericness cases is whether members of the 

relevant public primarily use or understand the term sought to be protected to refer 

to the genus of goods or services in question.” Id. (quoting Marvin Ginn, 228 USPQ 

at 530). 
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Making this determination “involves a two-step inquiry: First, what is the genus 

of goods or services at issue? Second, is the term sought to be registered ... understood 

by the relevant public primarily to refer to that genus of goods or services?” Marvin 

Ginn, 228 USPQ at 530. See also Princeton Vanguard, 114 USPQ2d at 1829 (“there 

is only one legal standard for genericness: the two-part test set forth in Marvin 

Ginn”). “An inquiry into the public’s understanding of a mark requires consideration 

of the mark as a whole.” Id. at 1831 (quoting In re Steelbuilding.com, 415 F.3d 1293, 

75 USPQ2d 1420, 1421 (Fed. Cir. 2005)). See also Booking.com, 2020 USPQ2d 10729, 

at *5 (“whether ‘Booking.com’ is generic turns on whether that term, taken as a 

whole, signifies to consumers the class of online hotel reservation services”). 

A term may be generic if it refers to part of the claimed genus of services. Cordua 

Rests., 118 USPQ2d at 1638 states: 

[A] term is generic if the relevant public understands the 

term to refer to part of the claimed genus of goods or 

services, even if the public does not understand the term to 

refer to the broad genus as a whole. Thus, the term 

“pizzeria” would be generic for restaurant services, even 

though the public understands the term to refer to a 

particular sub-group or type of restaurant rather than to 

all restaurants. See, e.g., Northland Aluminum, 777 F.2d 

at 15614 (affirming the TTAB’s determination that BUNDT 

is generic “for a type of ring cake”); In re Analog Devices, 

Inc., 6 USPQ2d 1808, 1810, 1988 WL 252496, at *3 (TTAB 

1988) (“There is no logical reason to treat differently a term 

that is generic of a category or class of products where some 

but not all of the goods identified in an application fall 

within that category.”), aff’d, 871 F.2d 1097 (Fed. Cir. 1989) 

(unpublished); see also Otokoyama Co., Ltd. v. Wine of 

Japan Imp., Inc., 175 F.3d 266, 271 (2d Cir.1999) (“Generic 

words for sub-classifications or varieties of a good are [ ] 

ineligible for trademark protection.”). … A “term need not 

                                            
4 In re Northland Aluminum Prods., Inc., 777 F.2d 1556, 227 USPQ 961 (Fed. Cir. 1985). 
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refer to an entire broad species, like ‘cheese’ or ‘cake,’ in 

order to be found generic.” 1–2 Anne Gilson LaLonde, 

Gilson on Trademarks § 2.02[7][a] (2011). 

In an ex parte appeal, the USPTO has the burden of establishing that a mark is 

generic and, thus, unregistrable. In re Hotels.com, 91 USPQ2d 1532 at 1533; In re 

Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110, 1111 (Fed. Cir. 1987); In re 

Merrill Lynch, Pierce, Fenner and Smith, Inc., 828 F.2d 1567, 4 USPQ2d 1141 (Fed. 

Cir. 1987). 

a. The Genus of the Services  

“[O]ur first task is to determine, based upon the evidence of record, the genus of 

Applicant’s [services] ….” In re ActiveVideo Networks, Inc., 111 USPQ2d 1581, 1600 

(TTAB 2014). Because the identification of goods or services in an application defines 

the scope of rights that will be accorded the owner of any resulting registration under 

Section 7(b) of the Trademark Act, generally “a proper genericness inquiry focuses on 

the description of services set forth in the [application or] certificate of registration.” 

Magic Wand Inc. V. RDB Inc., 940 F.2d 638, 19 USPQ2d 1551, 1552 (Fed. Cir. 1991), 

citing Octocom Sys., Inc. v. Houston Comput. Servs., Inc., 918 F.2d 937, 16 USPQ2d 

1783, 1787 (Fed. Cir. 1990); see also In re Reed Elsevier Prop. Inc., 482 F.3d 1376, 82 

USPQ2d 1378, 1380 (Fed. Cir. 2007); In re Serial Podcast, LLC, 126 USPQ2d 1061, 

1063 (TTAB 2018). 

Applicant argues that “Regarding the genus of the services, the common or class 

name for the services that are offered under the Mark is a consent management 



Serial No. 90044987 
 

- 7 - 

platform (CMP).”5 Applicant further argues that its proposed mark is co-branded with 

the term consent management platform or (CMP), and its use of “‘CMP’ or ‘Consent 

Management Platform’ in conjunction with the Mark is necessary to convey, to the 

public, the common name or class name in which the Mark is related.”6 The 

Examining Attorney argues that the recitation of services adequately defines the 

genus of services at issue, and acknowledges that consent management platform or 

CMP “also adequately (and more succinctly than the identification) defines the genus 

at issue.”7  

A “distillation of a complicated or lengthy description of goods/services into a clear, 

more succinct genus greatly facilitates the determination of whether a term is 

generic.” See In re Empire Tech. Dev. LLC, 123 USPQ2d 1544, 1548 (TTAB 2017) 

(quoting In re ActiveVideo Networks, Inc., 111 USPQ2d 1581, 1600 (TTAB 2014)). 

However, in this case we find the recitation of services to be neither so lengthy nor so 

complicated to require its distillation into a clearer genus for purposes of our 

determination. We thus find that the identification of services adequately defines the 

genus of services at issue. 

b. The Relevant Purchasers of Applicant’s Services 

The second part of the Marvin Ginn test is whether the term sought to be 

registered is understood by the relevant public primarily to refer to the genus of 

services under consideration. “The relevant public for a genericness determination is 

                                            
5 6 TTABVUE 20. 
6 6 TTABVUE 21. 
7 8 TTABVUE 5 (Examining Attorney’s brief). 
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the purchasing or consuming public for the identified goods [and services].” Princeton 

Vanguard, LLC, 124 USPQ2d at 1187 (citing Magic Wand, 19 USPQ2d at 1553); 

Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341, 1351 (TTAB 2013). 

Based on the recitation of services, we find that the consuming public of Applicant’s 

software as a service (SAAS) services featuring software for monitoring, managing, 

complying with privacy regulations and user consent and permission management, 

all in the field of website access, data collection and Internet usage tracking, is 

website owners and those who visit websites. 

c. The Relevant Purchasing Public’s Understanding of 

COOKIEBOT 

 

We next turn to consider whether COOKIEBOT is understood by the relevant 

public primarily to refer to:  

Software as a service (SAAS) services featuring software for monitoring 

and managing data collection and Internet usage tracking, for 

complying with privacy regulations regarding data collection and 

Internet usage tracking, and for user consent and permissions 

management regarding website access, data collection and Internet 

usage tracking. 

 

“Evidence of the public’s understanding of the term may be obtained from 

any competent source, such as purchaser testimony, consumer surveys, listings in 

dictionaries, trade journals, newspapers and other publications.” Royal Crown, 127 

USPQ2d at 1046 (citing In re Merrill Lynch, 4 USPQ2d at 1143); see also In re Cordua 

Rests., 118 USPQ2d at 1634); Princeton Vanguard, 114 USPQ2d at 1830; In re Reed 

Elsevier, 82 USPQ2d at 1380 (finding third-party websites competent sources for 

determining what the relevant public understands mark to mean). 
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Samples from the evidence of record which corroborate the evidence cited below 

are attached as an appendix to this decision. 

d. Meaning of “COOKIEBOT” 

Determining whether a term is generic is fact intensive and depends on the 

record. See In re Tennis Indus. Ass’n, 102 USPQ2d 1671, 1680 (TTAB 2012); see also 

Royal Crown v. Coca-Cola Co., 127 USPQ2d at 1044 (“Whether an asserted mark is 

generic or descriptive is a question of fact” based on the entire evidentiary record). As 

noted above, we must give due consideration to the evidence of consumer perception 

of the use of the proposed mark as a whole. Princeton Vanguard, 114 USPQ2d at 1831 

(quoting In re Steelbuilding.com, 75 USPQ2d at 1421 (“An inquiry into the public’s 

understanding of a mark requires consideration of the mark as a whole. Even if each 

of the constituent words in a combination mark is generic, the combination is not 

generic unless the entire formulation does not add any meaning to the otherwise 

generic mark.”). 

Based upon the evidence appended below, we find that COOKIE may be defined 

as a file stored on the local computer of an Internet user containing information used 

by the website to, inter alia, record, track and collect data regarding the user’s 

browsing habits. A COOKIE stores information on a user’s web browser and compiles 

records of users’ browsing histories. BOT may be defined as a computer program that 

automates mundane tasks, even when the user is not logged in, acting as an agent 

for a user or program and may simulate human activity. A BOT may perform useful 

tasks such as facilitating online chat, shopping, gaming, monitoring social media or 
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performing searches, or harmful activities such as hacking, spamming, scraping 

information from user accounts or impersonating users.8 Combined together, 

COOKIEBOT may be defined as a computer program that automates various 

activities related to the collection, monitoring and management of data concerning 

Internet usage by an individual. 

It further is undisputed on this record that consumers of Applicant’s services as 

well as media outlets and commentators in the field of online access and data 

collection recognize this meaning of Applicant’s proposed mark: 

• “While only some of the Zendesk products include pre-built Cookie consent-

management solutions, all non-essential End-User Cookies are capable of 

being controlled by a standard javascript Cookie bot that Subscribers can 

configure to their own standards. To learn more about implementing a 

Cookie bot within your help center, review the following article. 

• “Web Widget offers pre-built API functionality for cookie consent; see here: 

Web Widget Cookie Permission in Developer Center. Alternatively, these 

Cookies respect external cookie bot functionality as well.”  

• “Do you know if your favorite websites are tracking you with cookies? If you 

answered in the negative, you might want to try a cookie bot. Cookie bots 

are essentially code-scanning web applets (mini-applications) that sift 

through lines of HTLM code to gain insights into what cookies are used by 

                                            
8 We recognize that these terms have other meanings in different contexts. However, we are only 

concerned with the meanings applicable to the identified services. That a term may have other 

meanings in different contexts is not controlling. In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 

1979). 
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the websites you visit. The bots record the details and present the findings 

in digested format.” 

• “What is a Cookie bot? For these reasons, you might want to try Cookie 

Script’s free cookie bot tool, so you know exactly what type of cookies are 

being used by the websites you visit.” 

• “Why You Should Run a Cookie bot. A cookie bot tool allows you to see what 

types of cookies a website stores and tracks on your computer. (Not to 

mention, how they might be using your data.) How it works: To scan a 

website for cookies, simply enter its URL (website address) into the search 

bar on cookie-script.com. Click ‘CHECK MY WEBSITE’ and our cookie bot 

will scan the website to determine which types of cookies are in use by the 

website’s owners.” 

• “On 25th May 2011, the Privacy and Electronic Communications 

Regulations (2011) were introduced to comply with rules set by the EU in 

2009 regarding cookies and storing data. To summarize, this law means 

that the user has to give their consent for cookies to be used on a website, 

and they must be able to see exactly what will be stored and how it will be 

used. This means that you must use a cookie bot to ensure that you are 

complying with the law, and have a section in your privacy policy to explain 

how cookies are used on your website. We add cookie bots to our websites 
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to ensure that they comply with laws and legislations. The cookie bots are 

built into our sites, and included in our website care plans.”9 

• “We use cookies on the Website. We do this in accordance with the GDPR. 

In particular, we must inform you about certain cookies and also ask 

permission to use them. We satisfy these requirements through a ‘cookie 

bot.’” Just like other websites, we make use of cookies on ours. These cookies 

enable our websites or platforms to function correctly or measure how 

visitors like you use them. Our cookie bot is also very convenient to help 

you make your choices.” 

While Applicant seeks registration of the compound term COOKIEBOT and the 

evidence demonstrates the public recognition of the term COOKIE BOT, we find the 

absence of the space does not alter the relevant public’s perception. See In re Empire 

Tech. Dev. LLC, 123 USPQ2d 1544, 1559 (TTAB 2017) (evidence that displayed the 

term “coffee flour” in compressed form as “CoffeeFlour” irrelevant to genericness 

analysis); In re Noon Hour Food Prods. Inc., 88 USPQ2d 1172, 1173 n.2 (TTAB 2008) 

(“Certainly an upper-case letter or the addition of a hyphen (or a space) cannot 

obviate the statutory bar to registration of a generic designation any more than can 

                                            
9 We recognize this article, and others submitted by Applicant and the Examining Attorney, 

discuss regulations including the General Data Privacy Regulation (GDPR) promulgated in 

the European Union and certain of these articles appear on foreign websites. The Federal 

Circuit has explained that “[i]nformation originating on foreign websites or in foreign 

news publications that are accessible to the United States public may be relevant to 
discern United States consumer impression of a proposed mark.” In re Bayer 

Aktiengesellschaft, 488 F.3d 960, 82 USPQ2d 1828, 1835 (Fed. Cir. 2007). Thus, we 

have considered these articles. See also In re Remacle, 66 USPQ2d 1222, 1224 n.5 

(TTAB 2002). 
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a slight misspelling of such a term.”); Weiss Noodle Co. v. Golden Cracknel and 

Specialty Co., 290 F.2d 845, 129 USPQ 411, 414 (CCPA 1961) (Term “HA-LUSH-KA” 

held to be the generic equivalent of the Hungarian word “haluska”). 

Applicant asserts that its proposed mark “is routinely described in conjunction 

with the generic terms ‘CMP’ or ‘Consent Management Platform’”10 … and “If the 

Mark were to refer primarily to the genus [of] services, the use of ‘CMP’ or “Consent 

Management Platform’ in conjunction with the Mark would be entirely redundant 

and unnecessary.”11 Applicant essentially argues that consent management platform 

or CMP is the generic term for its services, rather than its proposed mark. However, 

there can be more than one generic term for a genus of goods or services. “Any term 

that the relevant public understands to refer to the genus can be generic.” Royal 

Crown Co. v. Coca-Cola Co., 892 F.3d 1358, 127 USPQ2d 1041, 1046 (Fed. Cir. 2018), 

quoting In re Cordua Rests., Inc., 118 USPQ2d at 1637 (Fed. Cir. 2016). In other 

words, there is nothing preventing the purchasing public from perceiving both 

COOKIEBOT and Consent Management Platform or CMP as a generic term for the 

genus of Applicant’s services. Applicant cites to no authority for its apparent position 

that its display of its proposed mark with additional generic terms for its services 

makes it less likely consumers will perceive COOKIEBOT as a generic term for its 

services. 

In addition, Applicant’s reliance upon prior decisions from this tribunal and the 

Federal Circuit regarding the registrability of unrelated marks is inapposite. As is 

                                            
10 6 TTABVUE 21. 
11 6 TTABVUE 21. 



Serial No. 90044987 
 

- 14 - 

often noted by the Board and the Courts, each case must be decided on its own merits 

and we are not bound by decisions in matters involving different marks and different 

evidentiary records. See In re Nett Designs, Inc., 236 F.3d 1339, 57 USPQ2d 1564, 

1566 (Fed. Cir. 2001); see also In re Kent-Gamebore Corp., 59 USPQ2d 1373 (TTAB 

2001); In re Wilson, 57 USPQ2d at 1871. Also, “the Board is not bound by prior 

decisions of Trademark Examining Attorneys, and ... each case must be decided on 

its own merits and on the basis of its own record, in accordance with relevant 

statutory, regulatory and decisional authority.” In re Nett Designs, Inc., 57 USPQ2d 

at 1567; see also In re Wilson, 57 USPQ2d 1863, 1871 (TTAB 2001). 

After carefully considering all of the arguments and evidence of record, we find 

that the relevant public understands the term COOKIEBOT as a common descriptive 

name for the genus of software as a service for monitoring and managing data 

collection and Internet usage, user and permissions management regarding website 

access, data collection and Internet usage tracking, and that the proposed mark is 

generic. See In re Cordua Rests., 118 USPQ2d at 1638; Marvin Ginn, 228 USPQ at 

530. Because the proposed mark COOKIEBOT generic when used in connection with 

the services identified in the application, it not registrable on the Principal Register 

and also incapable of registration on the Supplemental Register. 

III. Mere Descriptiveness 

 

We next address the refusal under Section 2(e)(1), precluding registration of “a 

mark which, (1) when used on or in connection with the goods [or services] of the 

applicant is merely descriptive . . . of them.” A term is “merely descriptive if it 
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immediately conveys information concerning a quality, characteristic, feature, 

function, purpose or use” of the goods or services. In re Chamber of Commerce of the 

U.S., 675 F.3d 1297, 102 USPQ2d 1217, 1219 (Fed. Cir. 2017) (quoting In re Bayer 

AG, 488 F.3d 960, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); In re Omniome, Inc., 2020 

USPQ2d 3222, at *3 (TTAB 2020) (quoting In re N.C. Lottery, 866 F.3d 1363, 123 

USPQ2d 1707, 1709 (Fed. Cir. 2017)); In re TriVita, Inc., 783 F.3d 872, 114 USPQ2d 

1574, 1575 (Fed. Cir. 2015). 

Descriptiveness must be assessed “in relation to the goods [or services] for which 

registration is sought, the context in which it is being used, and the possible 

significance that the term would have to the average purchaser of the goods [or 

services] because of the manner of its use or intended use.” Bayer AG, 82 USPQ2d at 

1831 (citing In re Abcor Dev., 588 F.2d 811, 200 USPQ 215, 218 (CCPA 1978)). We 

must also address the degree of descriptiveness because that bears on the quantity 

and quality of evidence required to prove acquired distinctiveness, which we discuss 

below. See Royal Crown, 127 USPQ2d at 1045 (instructing Board to first determine 

whether a proposed mark is highly descriptive rather than merely descriptive before 

assessing acquired distinctiveness); Real Foods Pty Ltd. v. Frito-Lay N. Am., Inc., 906 

F.3d 965, 128 USPQ2d 1370, 1378 (Fed. Cir. 2018) (same). 

We find the proposed COOKIEBOT mark highly descriptive in view of the entire 

record and for the reasons set out above in the genericness discussion. The clarity, 

quality and quantity of the Examining Attorney’s evidence persuades us that a 

mental leap is not needed to determine that the proposed mark refers to Applicant’s 
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identified services. Because of the proposed mark’s highly descriptive nature, 

Applicant has a higher burden to establish acquired distinctiveness. In re Guaranteed 

Rate, Inc., 2020 USPQ2d 10869, *4 (TTAB 2020). 

IV. Acquired Distinctiveness 

Applicant claims acquired distinctiveness in the alternative under Section 2(f). 

For the sake of completeness, we consider whether Applicant’s asserted mark has 

acquired distinctiveness based on the entire record, keeping in mind that “[t]he 

applicant ... bears the burden of proving acquired distinctiveness.” In re La. Fish Fry 

Prods., Ltd., 797 F.3d 1332, 116 USPQ2d 1262, 1264 (Fed. Cir. 2015) (citation 

omitted). 

Because we have found the proposed mark highly descriptive of the identified 

services, Applicant’s burden of establishing a prima facie case of acquired 

distinctiveness under Section 2(f) is commensurately high. In re Sausser Summers, 

PC, 2021 USPQ2d 618, at *7 (TTAB 2021) (quoting Royal Crown, 127 USPQ2d at 

1048) (“‘[T]he greater the degree of descriptiveness the term has, the heavier the 

burden to prove it has attained secondary meaning.’”); GJ & AM, 2021 USPQ2d 617, 

at *37-38 (“Highly descriptive terms, for example, are less likely to be perceived as 

trademarks and more likely to be useful to competing sellers than are less descriptive 

terms. More substantial evidence of acquired distinctiveness thus will ordinarily be 

required to establish that such terms truly function as source indicators.”); Virtual 

Independent Paralegals, LLC, 2019 USPQ2d 111512, at *10 (TTAB 2019) (“[T]he 

greater the degree of descriptiveness, the greater the evidentiary burden on the user 
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to establish acquired distinctiveness.”) (quoting In re Greenliant Sys. Ltd., 97 

USPQ2d 1078, 1085 (TTAB 2010). 

“To establish acquired distinctiveness, an applicant must demonstrate that 

relevant consumers perceive the subject matter sought to be registered as identifying 

the producer or source of the product.” GJ & AM, 2021 USPQ2d 617, at *38 (citing 

Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 54 USPQ2d 1065, 1068 

(2000) and Stuart Spector Designs Ltd. v. Fender Musical Instruments Corp., 94 

USPQ2d 1549, 1554 (TTAB 2009)); see also Uman Diagnostics, 2023 USPQ2d 191, at 

*37 (“[T]o be placed on the principal register, descriptive terms must achieve 

significance ‘in the minds of the public’ as identifying the applicant’s goods or services 

– a quality called acquired distinctiveness’ …” (quoting Booking.com, 2020 USPQ2d 

10729, at *3). “Applicant may show acquired distinctiveness by direct or 

circumstantial evidence.” GJ & AM, 2021 USPQ2d 617, at *38-39 (“Direct evidence 

includes actual testimony, declarations or surveys of consumers as to their state of 

mind. Circumstantial evidence, on the other hand, is evidence from which we may 

infer a consumer association, such as years of use, prior registrations, extensive 

amount of sales and advertising, unsolicited media coverage, and any similar 

evidence showing wide exposure of the mark to consumers.”). 

We consider the following factors: (1) association of the proposed mark with a 

particular source by actual purchasers (typically measured by customer surveys); (2) 

length, degree, and exclusivity of use; (3) amount and manner of advertising; (4) 

amount of sales and number of customers; (5) intentional copying; and (6) unsolicited 
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media coverage of the product embodying the mark. Converse, Inc. v. Int’l Trade 

Comm’n, 909 F.3d 1110, 128 USPQ2d 1538, 1546 (Fed. Cir. 2018); GJ & AM, 2021 

USPQ2d 617, at *39 (acknowledging the six factors the Federal Circuit has identified 

“to consider in assessing whether a mark has acquired distinctiveness”). 

We consider all of the Section 2(f) evidence of record as a whole; no single factor is 

determinative. Converse, 128 USPQ2d at 1546 (“All six factors are to be weighed 

together in determining the existence of secondary meaning.”); Sausser Summers, 

2021 USPQ2d 618, at *7 (“All six factors are to be weighed together in determining 

the existence of secondary meaning.”) (quoting In re Guaranteed Rate Inc., 2020 

USPQ2d 10869, at *3 (TTAB 2020)); GJ & AM, 2021 USPQ2d 617, at *39 (“On this 

list, no single fact is determinative ‘[a]ll six factors are to be weighed together in 

determining the existence of secondary meaning.’”). 

Applicant relies on its declaration which includes the following in support of its 

Section 2(f) claim:  

12 

                                            
12 October 29, 2021 Request for Reconsideration at TSDR 17. 
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1. Factor One: Association of the proposed mark with a particular source 

by actual purchasers (typically measured by customer surveys) 

Applicant has not submitted any surveys or other direct evidence by which we 

may assess the association of its proposed mark with a particular source by actual 

purchasers. Nor does any of Applicant’s proffered evidence establish an association 

of COOKIEBOT with a particular source on the part of actual consumers.13 

2. Factor Two: Length, Degree, and Exclusivity of Use 

 

Under factor two, Applicant’s declaration indicates use of the proposed mark since 

August 2015 in U.S. commerce in connection with the identified services. 

“While ‘it is true that evidence of substantially exclusive use for a period of five 

years immediately preceding the filing of an application may be considered prima 

facie evidence of acquired distinctiveness’ under Section 2(f), In re Ennco Display 

Sys., Inc., 56 USPQ2d 1279, 1286 (TTAB 2000), the ‘language of the statute is 

permissive, and the weight to be accorded this kind of evidence depends on the facts 

and circumstances of the particular case.’” In re Uman Diagnostics AB, 2023 USPQ2d 

191, at *41 (TTAB 2023) (citing Yamaha Int’l Corp., 6 USPQ2d at 1004). 

Here, evidence of Applicant’s substantially exclusive use since August 2015 is not 

particularly persuasive on the Section 2(f) showing given the high degree of 

descriptiveness of the proposed mark. Uman Diagnostics, 2023 USPQ2d 191, at *41 

(“We have discretion to find that evidence of a period of use is insufficient to show 

acquired distinctiveness, and we do so here because of the highly descriptive nature 

                                            
13 Applicant’s evidence largely consists of webpages discussing consent management platforms or 

CMPs, and examples from Applicant’s website that do not support its claim of acquired distinctiveness. 
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of Applicant’s proposed mark.”); In re MK Diamond Prods., Inc., 2020 USPQ2d 10882, 

at *20 (TTAB 2020) (“Where, as here, the applied-for mark is highly descriptive or 

non-distinctive, use for a period of approximately fourteen years is insufficient to 

establish acquired distinctiveness.”); Nextel Commc’ns, Inc. v. Motorola, Inc., 91 

USPQ2d 1393, 1401 (TTAB 2009) (“Even long periods of substantially exclusive use 

may not be sufficient to demonstrate acquired distinctiveness” depending “on the 

degree of acquired distinctiveness of the mark at issue.”). Moreover, as cited earlier 

in this decision, the record shows that public does not encounter COOKIEBOT 

exclusively through Applicant but through several third parties. 

3. Factor Three: Amount and Manner of Advertising 

Applicant has not disclosed its advertising expenditures or indicated any context 

of activities and expenditures of other providers of related services. There also is no 

evidence regarding the number of advertisements Applicant has run, how long 

Applicant has promoted its services, or US consumer exposure to Applicant’s 

advertising. See Trademark Rule 2.41(a)(3) (“advertising expenditures … identifying 

types of media and attaching typical advertisements” pertinent to whether a proposed 

mark has acquired distinctiveness”) (emphasis added); Booking.com v. Matal, 278 F. 

Supp. 3d. 891, 919 (E.D. Va. 2017) (finding “compelling” evidence that applicant’s 

“BOOKING.COM branded television commercials … received 1.3 billion visual 

impressions from U.S. consumers in 2015 and 1.1 billion impressions in 2016. Its 

internet advertisements during these years received 212 million and 1.34 billion 

visual impressions from U.S. customers, respectively. And its 2015 movie theater 



Serial No. 90044987 
 

- 21 - 

advertisements received approximately 40 million visual impressions from U.S. 

customers.”). 

4. Factor Four: Amount of Sales and Number of Customers 

Applicant has not introduced evidence regarding its amount of sales, number of 

customers, market share or how its services rank in terms of sales by other providers 

of similar services, so we are unable “to accurately gauge” the level of Applicant’s 

success. Target Brands v. Hughes, 85 USPQ2d 1676, 1681 (TTAB 2007); see also In 

re MK Diamond Prods., Inc., 2020 USPQ2d 10882, at *23 (TTAB 2020) (probative 

value of raw sales figures were diminished due to lack of industry context). 

5. Factor Five: Intentional Copying 

There is no evidence of third parties intentionally copying Applicant’s proposed 

mark. 

6. Factor Six: Unsolicited Media Coverage of the Services Identified by the 

Proposed Mark 

 

Applicant has not submitted evidence of unsolicited media coverage of the services 

identified by the proposed mark. 

7. Conclusion: Acquired Distinctiveness 

Based on a review of all of the evidence of record under the relevant factors, we 

find that Applicant has failed to demonstrate by a preponderance of the evidence that 

COOKIEBOT has acquired distinctiveness among relevant U.S. consumers as a 

source identifier for Applicant’s services. Because of the highly descriptive nature of 

the proposed mark for Applicant’s services, Applicant’s substantially exclusive use of 
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COOKIEBOT does not carry sufficient weight in the context of Applicant’s 

evidentiary showing. 

V. Decision 

 On the record before us, the proposed mark COOKIEBOT is generic for 

Applicant’s services. Accordingly, we affirm the refusal to register the mark under 

Sections 1, 2, 3 and 45 of the Trademark Act on the Principal Register and Section 

23(c) on the Supplemental Register. 

 We further find that COOKIEBOT is highly descriptive of Applicant’s services and 

Applicant has not established that the designation has acquired distinctiveness as a 

mark for Applicant’s services. Accordingly, we affirm the refusal to register 

Applicant’s mark on the Principal Register under Section 2(e)(1) and Section 2(f) of 

the Trademark Act. 

 

 

 

 

Excerpts from Evidentiary Appendix14 

Applicant’s Specimen of Use 

                                            
14 Where Applicant or the Examining Attorney has introduced duplicate evidence, we cite to the first 

submission. 
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Examining Attorney’s evidence includes: 

Submitted with October 22, 2020 Office Action:15 
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Submitted with April 30, 2021 Office Action16 

 

                                            
16 At TSDR 5-15. 
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Submitted with the November 5, 2021 Office Action17  

 

 

 

 

                                            
17 At TSDR 7-17. 
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Applicant’s evidence includes: 

Submitted with April 19, 2021 Response to Office Action18 
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Submitted with October 29, 2021 Request for Reconsideration19 

 

                                            
19 At TSDR 5-14. 
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